
United States Bvtent and Trademark Office 


UNITED STATES DEPARTMENT OF COMMERCE . 

United States Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 

Washington. D.C. 20231 

www.uapto.gov 


APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/761,624 


01/17/2001 


Alan L. Everett 


29627.0006 


5312 


7590 


12/05/2001 


Martin G. Linihan 

Hodgson, Russ, Andrews, Woods & Goodyear, LLP 
Suite 2000 
One M&T Plaza 
Buffalo, NY 14203-2391 


EXAMINER 


KIM, CHRISTOPHER S 


ART UNIT 


PAPER NUMBER 


3752 

DATE MAILED: 12/05/2001 


Please find below and/or attached an Office communication concerning this application or proceeding. 


PTO-90C (Rev. 07-01) 


Office Action Summary 


Application No. 

09/761,624 


Examiner 

Christopher S. Kim 


Applicant(s) 

EVERETT, ALAN L 


Art Unit 

3752 


- The MAILING DATE of this communication appears on the cov r sheet with the correspond nee address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 03 October 2001 . 
2a)Q This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-13 is/are pending in the application. 

4a) Of the above claim(s) 13 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1-12 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)QAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) S Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121. 

Attachment! s ) 

1 ) H Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). 


2) (3 Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-152) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) O Other: 
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DETAILED ACTION 


Election/Restrictions 

1. Applicant's election of Invention I in Paper No. 5 is acknowledged. Because 
applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without traverse 
(MPEP§ 818.03(a)). 

2. Claim 1 3 is withdrawn from further consideration pursuant to 37 CFR 1 .142(b) as 
being drawn to a nonelected Invention, there being no allowable generic or linking 
claim. Election was made without traverse in Paper No. 5. 


Specification 

3. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, 'The 
disclosure concerns," "The disclosure defined by this invention," 'The disclosure 
describes," etc. 

4. The abstract of the disclosure is objected to because it exceeds 150 words. 
Correction is required. See MPEP § 608.01 (b). 
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Claim Objections 

5. Claims 6 and 8 are objected to because of the following informalities: in claim 6, 
"in combination with" should read -further comprising-; in claim 8, lines 2-3, "first and 
second passage portions" should read -first and second portions-; in claim 8, line 6, 
"second passage portion" should read -second portion-; in claim 8, line 7, "first 
passage portion" should read -first portion-. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

7. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Tomasello 
(4,622,714). 

Tomasello discloses a dispensing tip comprising: a body 16, 18; an inlet 14; an 
outlet 20; a fluid conducting passage (passage through 16 and 18); a first portion 16a, 
16b; a second portion 18. The recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed apparatus from 
a prior art apparatus satisfying the claimed structural limitations. 
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8. Claims 1 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ritskyetal. (5,474,541). 

Ritsky et al. discloses a dispensing tip comprising: a body 1 1 ; an inlet 14; an 
outlet 16; a fluid conducting passage 24, 12; a first portion 24; a second portion 12. 

9. Claims 1, 3-5 and 9-1 1 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Richter (5,765,730). 

Richter discloses a dispensing tip comprising: a body 32; an inlet 31 ; an outlet 
37; a fluid conducting passage 35; a first portion B; a second portion (between B and 
outlet 37); zirconia ceramic material (column 6, line 37). The recitation with respect to 
the manner in which a claimed apparatus is intended to be employed does not 
differentiate the claimed apparatus from a prior art apparatus satisfying the claimed 
structural limitations. The recitation of "injection molded" has been considered a 
produce by process limitation. MPEP 21 13 states: 

"[E]ven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985).... 
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Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Heron et al. (4,878,785) in view of Vickers (4,342,425). 

Heron et al. discloses a dispensing tip comprising: a body (having sections 3, 5, 
6); an inlet (inlet to section 5); an outlet 6; a fluid conducting passage 3, 5; a first portion 
3; a second portion 5. The recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed apparatus from 
a prior art apparatus satisfying the claimed structural limitations. Heron et al. does not 
disclose a protective housing including a standoff. Vickers discloses a housing 106 and 
a standoff 108. It would have been obvious to a person having ordinary skill in the art at 
the time of the invention to have incorporated the housing and standoff of Vickers to the 
device of Heron et al. to enable positioning of the device. 

12. Claims 2 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Richter (5,765,730). 

Richter discloses the limitations of the claimed invention with the exception of the 
second portion/outlet diameter range. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have provided a second 
portion/outlet having a diameter of about 0.003 inch to about 0.030 inch to enable 
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dispensing of fine quantities, since it has been held that where the general conditions of 
a claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Alter, 105 USPQ 233. 


Conclusion 

1 3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Wells, Jr; Hammon; and Anthes et al. disclose nozzles having a 
converging section upstream of a constant diameter outlet. Okesaku et al. discloses 
zirconia ceramic material. Lassiter and Wyse disclose standoffs. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher S. Kim whose telephone number is (703) 
308-8336. The examiner can normally be reached on Monday - Thursday, 6:30 AM - 
5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Scherbel can be reached on (703) 308-1272. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
308-7766 for regular communications and (703) 308-7766 for After Final 
communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
1113. 



"(^ris^pTir^Ktfri 
Examiner 
Art Unit 3752 
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